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DETAILED ACTION 
Information Disclosure Statement 

1 . The examiner has considered applicant's Information Disclosure Statement of 
24 th June 2005. Please refer to the signed copies of the PTO-1449 forms attached 
herewith. 

Response to Restriction 

2. Applicant's election without traverse of claims 1-11, 14, and 19 in the reply filed 
on 5 th Feb 2007 is acknowledged. 

Claims 12-13, and 15-18 are withdrawn from consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. 

Election was made without traverse in the reply filed on 5 th Feb 2007. 
Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim subject matter which applicant 
regards as the invention. 

In the claim 1 , it is unclear whether the applicant claiming a method of 
preparation of an ester or a partial ester by reacting polyhydric alcohol and mixture of 
carboxylic acids, or claiming a composition of an ester or a partial ester, carboxylic 
acids and polyhydric alcohol. Clarification is required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

6. Claims 1-2, 5-7, and 9-10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hirose et al (US 5,436,006). 

The instant claims are drawn to an ester of a polyhydric alcohol and carboxylic 
acids, comprising at least one of a carboxylic acid radical (or a radical of a carboxylic 
acid mixture) having from 24 to 34 carbon atoms and at least one of a carboxylic acid 
radical (or a radical of a carboxylic acid mixture) having from 8 to 22 carbon atoms. 
Further limitation includes that the polyhydric alcohol has from 3 to 12 hydroxy groups, 
the ester further comprises at least one of a dicarboxylic acid radical (or the radical of 
the dicarboxylic acid mixture) derived from adipic acid, dodecanedioic acid, or dimer 
fatty acid, and the ester having a hydroxy number of from 5 to 400. 

Hirose et al disclose an ester of a polyhydric alcohol, viz., glycerol (3 hydroxy 
groups), and carboxylic acids, comprising of a fatty acid having 6 to 14 carbon atoms 
and a fatty acid having 1 5 to 28 carbon atoms [see Abstract]. Hirose et al further 
disclose that the esterification further having a dibasic acid, viz., adipic acid [col. 2, lines 
48-52]. The resultant esterification product has a hydroxyl value of 78 [col. 5, lines 20- 
22]. 

Claim Rejections - 35 USC § 103 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1-11, 14, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hirose et al (US 5,436,006) in view of Snel et al (US 4,274,988) and 
Werner et al (US 4,581 ,387). 

The instant claims are drawn to an ester of a polyhydric alcohol and carboxylic 
acids, comprising at least one of a carboxylic acid radical (or a radical of a carboxylic 
acid mixture) having from 24 to 34 carbon atoms and at least one of a carboxylic acid 
radical (or a radical of a carboxylic acid mixture) having from 8 to 22 carbon atoms. The 
ester as claimed wherein the polyhydric alcohol is pentaerythritol. The ester further 
comprises at least one of a dicarboxylic acid radical (or the radical of the dicarboxylic 
acid mixture) derived from adipic acid, dodecanedioic acid, or dimer fatty acid, and the 
ester having an acid number of from 5 to 400, and the hydroxy number of from 5 to 400. 
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Further limitation includes a plastic processing aid, a dispersing agent for a pigment 
comprising of an ester, and a pigment comprising a dispersing agent, wherein the 
dispersing agent is an ester. 

Hirose et al teach an ester of a polyhydric alcohol, viz., glycerol (3 hydroxy 
groups), and carboxylic acids, comprising of a fatty acid having 6 to 14 carbon atoms 
and a fatty acid having 15 to 28 carbon atoms [see Abstract]. Hirose et al also teach 
that in their esterification further having a dibasic acid, viz., adipic acid [col. 2, lines 48- 
52]. The resultant esterification product has an acid value of 0.6, saponification value of 
318, and hydroxyl value of 78 [col. 5, lines 20-22]. 

The difference between the instant invention and Hirose et al is that in the 
instant invention the polyhydric alcohol is pentaerythritol, whereas the Hirose et al 
teach using glycerol in the ester. Other difference is that Hirose et al fails to teach the 
method of use of the ester in a plastic processing aid, and as dispersing agent. 

With regard to the pentaerythritol, Snel et al teach an ester of a fatty acids, viz., 
mixture of Iso-stearic acid (18 carbon atoms) and montanic acid (28 carbon atoms) with 
a pentaerythritol [see Example I]. 

With regard to a plastic processing aid and a dispersing agent, Werner et al 
teach mold release agent (processing auxiliary agent) for plastics, which mold release 
agent contains mixed esters of montanic acid, polyols and carboxylic acids with at least 
10, preferably 14 to 25 carbon atoms [col. 1, lines 12-18 & col. 2, lines 21-46]. 

The preparation or composition of esters, from polyhydric alcohol and mixture of 
carboxylic acids, and their method of use is known in the art. Hirose et al teach an 
ester of a polyhydric alcohol, and carboxylic acids, comprising of a fatty acid having 6 to 
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14 carbon atoms and a fatty acid having 15 to 28 carbon atoms. Snel et al teach 
preparation of a fatty acid ester by reacting a mixture of Iso-stearic acid (18 carbon 
atoms) and montanic acid (28 carbon atoms) with a pentaerythritol. Werner et al teach 
mold release agent (processing auxiliary agent) for plastics, which mold release agent 
contains mixed esters of montanic acid, polyols and carboxylic acids with at least 10, 
preferably 14 to 25 carbon atoms. 

Therefore, in view of explicit teachings of Hirose et al, Snel et al, and Werner et 
al, the examiner purports that it would have been obvious to a person of ordinary skill in 
the art, at the time of invention was made, to have modified the references teachings by 
using an alternative polyhydric alcohol, such as pentaerythritol, in the production of 
ester, with a reasonable expectation of success. Also a person having ordinary skill in 
the art would have employed or explored the applications of esters as a plastic 
processing aid or dispersing agent that provide the most desirable results. 

Changing such parameters is prima facie obvious because an ordinary artisan 
would be motivated to optimize the ester preparation to make the process more 
economical or efficient by using Hirose et al, Snel et al, and Werner et al teachings 
with a reasonable expectation of success, since it is within the scope to modify the 
conditions through the routine experimentation. 

Conclusion 

10. No claim is allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sudhakar Katakam whose telephone number is 571- 
272-9929. The examiner can normally be reached on M-F 8:30 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on 571-272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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